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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 20 October 2003 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 20 October 2003 is/are: a)D accepted or b)£3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the bracket of claims 5 
and 1 1 , used to secure the rear wheel to the second support surface, must be shown or 
the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 (JSC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter that the applicant regards as his invention. 

3. Claims 12-16 and 21-22 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 12 and 21, each claim first introduces a vehicle having 
particular surfaces and then states that an improvement comprises a particular 
mounting structure attached to the vehicle. As currently presented, Examiner is unsure 
of the metes and bounds of the claims, as they could be interpreted as claiming either of 
the following: 

A) The combination of a vehicle and a mounting structure. 

B) An improvement on a vehicle, the improvement comprising a mounting 
structure, but not necessarily in combination with the vehicle. 

Regarding claims 13-16 and 22, the claims are rendered unclear and indefinite 
for depending on and including the subject matter of claims 12 and 21. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2, 5, 6, 12, 13, 17, 21, 22, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Hall et al. (US 5,476,201). 
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Regarding claim 1, Hall et al. discloses a system comprising: a support member 
(44) and a mount (46) attachable to the support member. 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
not to impose any patentably distinguishing structure over that disclosed by Hall et al. 
which is capable of being used in the intended manner, i.e., the system being used in 
conjunction with a vehicle and a bicycle; the vehicle having a first support surface 
extending in a plane, and a second support surface; the bicycle having a fork in which a 
wheel is normally mounted, and an opposing wheel; wherein the support member is 
secured to the first support surface of the vehicle; and the mount is attachable to the 
support member and is adapted to receive and secure the fork of the bicycle for rotation 
about an axis extending through the mount such that, with the fork secured to the 
mount, the bicycle is positioned at a given angle relative to the plane of the first support 
surface with the opposing wheel of the bicycle being located on or adjacent the second 
support surface. There is no structure in Hall et al. that would prohibit such functional 
intended use (see MPEP 2111). 

Regarding claim 2, Hall et al. further discloses a component (42) that secures the 
opposing wheel of the bicycle to the second support surface. 

Regarding claim 5, because the claimed bracket is not shown in Applicant's 
drawings and no particular structure is defined in the disclosure, Examiner is 
considering the component (42) of Hall et al. to be a bracket. 
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Regarding claim 6, the mount of Hall et al. has a mechanism (56) that can be 
released as quickly as a user can turn it, and if turned quickly, is effectively a quick 
release mechanism. 

Regarding claim 12, because the claim positively recites the support member 
being secured to the first support surface of the vehicle, Examiner assumes that the 
claim is intended to claim the combination of the vehicle itself along with the particular 
mounting structure of the present invention. To this degree, Hall et al. discloses a 
vehicle having a first support surface (14) extending in a plane, and a second support 
surface (72) located in a plane substantially parallel to and below the plane of the first 
support surface, a single support member (44) secured to the first support surface; and 
a mount (46). 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
not to impose any patentably distinguishing structure over that disclosed by Hall et al. 
which is capable of being used in the intended manner, i.e., the mount being attachable 
to the single support member and adapted to receive and secure a fork of a bicycle for 
rotation about an axis extending through the mount such that an opposing wheel of the 
bicycle is capable of being positioned adjacent the second support surface. There is no 
structure in Hall et al. that would prohibit such functional intended use (see MPEP 
2111). 

Regarding claim 13, Hall et al. further discloses a component (42) that secures 
the opposing wheel of the bicycle to the second support surface. 
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Regarding claim 17, Hall et al. discloses a vehicle having a roof extending in a 
plane, the roof having a front edge and a rear edge, comprising: a single support 
member (44) and a mount (46). 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
not to impose any patentably distinguishing structure over that disclosed by Hall et al. 
which is capable of being used in the intended manner, i.e. the support member being 
adapted to be secured across the roof at or adjacent the rear edge; and the mount 
being adapted to receive and secure a first portion of an article for rotation about an axis 
extending through the mount such that, with the first portion of the article secured to the 
mount, the article is positioned at a given downward angle relative to the plane of the 
roof with the opposing wheel of the bicycle being located on or adjacent the second 
support surface of the vehicle. There is no structure in Hall et al. that would prohibit 
such functional intended use (see MPEP 2111). 

Regarding claim 21, because the claim does not positively recite the support 
member being secured to the first support surface of the vehicle, Examiner assumes 
that the claim is intended to claim the subcombination of the particular mounting 
structure of the present invention. To this degree, Hall et al. discloses a mount (46) and 
a component (42) that secures the opposing wheel of the bicycle to the second support 
surface. 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
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not to impose any patentably distinguishing structure over that disclosed by Hall et al. 
which is capable of being used in the intended manner, i.e., the mount being attachable 
to the single support member and adapted to receive and secure a fork of a bicycle for 
rotation about an axis extending through the mount such that an opposing wheel of the 
bicycle is capable of being positioned adjacent the second support surface. There is no 
structure in Hall et al. that would prohibit such functional intended use (see MPEP 
2111). 

Regarding claim 22, the mount of Hall et al. is a fork mount and the portion of the 
bicycle is a fork. 

6. Claims 7-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ackerman et al. (US 5,749,694). 

Regarding claim 7, Ackerman et al. discloses a bicycle carrier system, the 
system consisting essentially of a single support member (48), a mount (24), and a 
component (26). 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
not to impose any patentably distinguishing structure over that disclosed by Ackerman 
et al. which is capable of being used in the intended manner, i.e., the system being 
used in conjunction with a vehicle and a bicycle; the vehicle having a first support 
surface extending in a plane, and a second support surface; the bicycle having a fork in 
which a wheel is normally mounted, and an opposing wheel; wherein the support 
member is adapted to be secured to the first support surface of the vehicle; and the 
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mount is attachable to the single support member and adapted to receive and secure 
the fork of the bicycle for rotation about an axis extending through the mount such that, 
with the fork secured to the mount, the bicycle is positioned at a given angle relative to 
the plane of the first support surface with the opposing wheel of the bicycle being 
located on or adjacent the second support surface. There is no structure in Ackerman et 
al. that would prohibit such functional intended use (see MPEP 2111). 

Regarding claim 8, the mount of Ackerman et al. includes a quick release 
mechanism (74). 

Regarding claims 9 and 10 the component of Ackerman et al. can be considered 
to be the strap or flexible cord (80) that secures the rear wheel of the bicycle to a 
supporting surface. 

Regarding claim 1 1, the component (26) of Ackerman et al. can be considered to 
be a bracket since the claimed bracket has not been shown in Applicant's drawings and 
its structure has not been defined in the disclosure. 

7. Claims 12, 15, 16, 18, and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sokn (US 5,037,019). 

Regarding claims 12, Sokn discloses a vehicle having a first support surface (2) 
extending in a plane, and a second support surface (1) located in a plane substantially 
parallel to and below the plane of the first support surface, a single support member (9) 
secured to the first support surface; and a mount (26). 

Regarding the remaining limitations of the claim, the initial statement of 
intended use and all other functional implications have been carefully considered but 



Application/Control Number: 10/689,349 Page 9 

Art Unit: 3727 

are deemed not to impose any patentably distinguishing structure over that disclosed by 
Sokn which is capable of being used in the intended manner, i.e., the mount being 
attachable to the single support member and adapted to receive and secure a fork of a 
bicycle for rotation about an axis extending through the mount such that an opposing 
wheel of the bicycle is capable of being positioned adjacent the second support surface. 
There is no structure in Sokn that would prohibit such functional intended use (see 
MPEP2111). 

Regarding claim 1 5, the first support surface (2) of Sokn is a side rail of the 
vehicle and the second support surface (1) is a bed. 

Regarding claim 16, the bicycle of Sokn is positioned across the bed of the truck. 

Regarding claim 18, Sokn discloses a vehicle having a side rail (2) extending in a 
plane, and a storage bed extending in a plane substantially parallel to and below the 
plane of the side rail, comprising: a single support member (9) and a mount (26). 

Regarding the remaining limitations of the claim, the initial statement of intended 
use and all other functional implications have been carefully considered but are deemed 
not to impose any patentably distinguishing structure over that disclosed by Sokn which 
is capable of being used in the intended manner, i.e. the support member being 
adapted to be secured along the side rail; and the mount being attachable to the single 
support member adapted to receive and secure a first portion of an article for rotation 
about an axis extending through the mount such that, with the first portion of the article 
secured to the mount, the article is positioned at a given downward angle relative to the 
plane of the side rail with a second portion or the article located on or adjacent the 



Application/Control Number: 10/689,349 Page 10 

Art Unit: 3727 

storage bed. There is no structure in Sokn that would prohibit such functional intended 
use (seeMPEP2111). 

Regarding claim 20, the article of Sokn is a bicycle. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hall et al. as applied to claim 1 above in view of Ackerman et al. Hall et al. discloses the 
claimed invention except for the component being a strap or flexible cord. 

Ackerman et al., however, discloses a bicycle mount system where a mounting 
member supports the fork of the bicycle on a first portion of a vehicle surface and a 
component secure the rear wheel of the bicycle to another portion of the vehicle 
surface. Ackerman et al. teaches that the component utilizes a strap or flexible cord (80) 
to secure the rear wheel of the bicycle in place. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the 
component of Hall et al., by using a strap or flexible cord, as taught by Ackerman et al., 
in order to better secure the rear wheel of the bicycle to the support surface of the 
vehicle. 
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10. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hall et 
al. as applied to claim 12 above in view of Moore (US 6,454,149). Hall et al. discloses 
the claimed invention except for the second support surface being a bed. 

Moore, however, teaches that it is known in the art to secure an elongated article 
at an angle on a pickup truck, supporting a first end of the article on the roof of the truck 
and resting the second end of the article in the bed of a pickup truck. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
utilize the system of Hall et al. in a pickup truck, as taught by Moore, allowing a user 
who owned a truck rather than a car to conveniently carrying a bicycle on their vehicle. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sokn. 
Sokn discloses the claimed invention except for the given downward angle being 
approximately 45 degrees. Examiner takes the position that the angle shown by Sokn is 
merely a result of the height of the truck's cab and/or the length of the bicycle, the 
height of the cab effectively determining the height at which the side rail is located and 
ultimately the height at which the support member is mounted. Basically, the angle at 
which the bicycle, or other article, is held is not unique to the structure of the present 
invention, but, rather, to the structure of the vehicle, particularly the bed of the truck. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use the mounting system of Sokn on a truck with a deeper truck bed, 
effectively increasing the angle at which the bicycle is held, such as approximately 45 
degrees. Also, one of ordinary skill might choose to store a kid's bicycle on the carrier, 
and being much shorter than the bicycle shown by Sokn, the bicycle would be held at a 
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higher angle, such as approximately 45 degrees, effectively satisfying the limitations of 
the claim. 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin M. Larson whose telephone number is (571) 272- 
8649. The examiner can normally be reached on Monday - Friday, 8am - 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Newhouse can be reached on (571) 272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). r\ 
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